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DETAILED ACTION 

1. The response of the applicants has been considered. Rejections of the previous office are 
withdrawn based up the amendment to the claims. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1-3, 5, and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kasada et al. (references are made from US 6,683,188 Bl with PCT publication date June 21, 
2001. For clarity purpose the corresponding Publications WO 01/44374 and EP 1,178083 Al are 
included) in view of Sabi et al. (EP 1 ,103,962 A2). 

Regarding Claims 1-3, Kasada et al. teach an optical recording medium comprising a 
supporting substrate (substrate; see column 1, lines 33-35); a recording layer on the supporting 
substrate, the recording layer containing an organic compound as a major component; and a 
light-transmitting layer (a protective layer made of an ultraviolet ray hardening; see column 1, 
lines 33-35) on the recording layer. See column 1, lines 30-38. Note that the recording medium 
absorbs light with a wavelength of 450nm or lower (more specifically 350-450 nm; see column 

4. lines 64-66) for recording and reproducing information, wherein the organic compound in the 
recording layer includes a monomethine cyanine dye (see column 2, lines 13-32) that has the 
minimum value of its refractive index n (real part of the complex refractive index) within the 
range of 370 to 425 nm and has a refractive index n of 1 .2 or lower and an extinction coefficient 
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k (imaginary part of the complex refractive index) of 0. 1 5 or above with respect to the 
wavelength of the recording/reproducing laser light, and the organic compound, when absorbing 
the laser light, melts or degrades to bring about a change/increase in the refractive index, thereby 
effecting recording of the information. Note that once monomethine cyanine is used for the 
recording layer its characteristics are inherent, see for example figure 1 . 

Kasada et al. further teach that the monomethine cyanine dye contains a monomethine 
group with two nitrogen-containing heterocyclic rings positioned on ends of the monomethine 
group (see column 2, lines 13-20), one of the two nitrogen-containing heterocyclic rings being 
selected from the group consisting of indolenine (see column 14 line 65) and benzothiazole (see 
column 15, line 3), and the other of the two heterocyclic rings being selected from the group 
consisting of indolenine (see column 1 4 line 65), quinoline (see column 15 line 9), benzothiazole 
(see column 15 line 3), benzimidazole (see column 14 line 63) and benzoselenazole (see column 
15 line 1). Kasada et al. disclose a long list of organic dye compounds which are usable in 
combination with the monomethine cyanine dyes in column 14, line 50 through column 15, line 
25. 

Kasada et al. differ from the claimed invention in that they do not specifically show the 
dielectric layer being disposed on the recording layer. 

Sabi et al. on the other hand teach a recording medium with a dielectric layer 5 formed on 
the recording layer 4 (see column 4, lines 24-25). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to include a dielectric layer on top of the 
recording layer in the system of Kasada et al. since Sabi et al. teach that having the dielectric will 
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protect the recording layer and also it prevents dissolving of the organic material or dissolving of 
a material constituting an adjacent layer into the recording layer (see column 3, lines 27-34). 

Regarding Claim 5, as applied to claim 1 above and Kasada et al. further teach that the 
monomethine cyanine dye contains a monomethine group with two nitrogen-containing 
heterocyclic rings positioned on ends of the monomethine group, the two nitrogen-containing 
heterocyclic rings being identical to one another (with same or different cyclic cores; see column 
14, lines 58-63). Note that Kasada et al. have many substitutes for the heterocyclic rings and in 
different ways. 

Regarding Claims 7-9, claims 7-9 are the combinations of claims 1-3 and 5 in a method 
claim format. Kasada et al. tech the method and the product in combination for the reasons given 
above for claims 1-3 and 5. 

4. Claims 6 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kasada 
et al. (US 6,683,188 Bl) in view of Sabi et al. (EP 1,103,962 A2) as applied to claims land 7, 
above, further in view of Yanagisawa et al. (US 5,326,679). 

Regarding Claims 6 and 10, Kasada et al. and Sabi et al. teach the limitations of claim 1 
and 7 for the reasons discussed above. The combination of Kasada et al. and Sabi et al. differ 
from the claimed invention in that the recording layer does not contain quencher. 

Yanagisawa et al. teach the use quencher in a recording medium for cyanine dyes (see 
abstract). It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used quencher in the system of Kasada et al. since Yanagisawa et al. teach the 
use of quencher for preventing photo deterioration of cyanine dyes (see abstract lines 11-14). 

Allowable subject Matter 
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5. Claims 1 1 and 12 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Response to Arguments 

6. Applicants' arguments with respect to claims 1-7 have been considered but are moot in 
view of the new ground(s) of rejection. 

Receipt of the Terminal Disclaimer is acknowledged. However applicants' response with 
respect to the double patenting rejection does not specifically show (does not give any reason) 
why the claims of the two applications are distinct from each other. The rejection is still deemed 
proper. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) Will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Abdukader Muhammed whose telephone number is (571) 270- 
1226. The examiner can normally be reached on Monday-Thursday 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wayne Young can be reached on (571) 272-7582. Customer Service can be reached 
at (571) 272-2600. The fax number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



